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RESPONSE TO AMENDMENT 

1 . Claims 1-15 are pending in the application, claims 1 1-15 are withdrawn from 
consideration. 

REJECTIONS 

2. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Claim Rejections - 35 USC §102 

3. Claims 1-4, 6 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by Tolliver 
et al. (U.S. Patent No. 5,069,964). 

Tolliver discloses a retroreflective sheet {title), comprising: plural retroreflective 
elements (col. 4, lines 62); a resin support sheet (binder layer, col. 4, line 53); a transparent cover 
film (face member, col. 10, lines 12-14) disposed on a surface side of the resin support sheet; and 
a pressure-sensitive adhesive layer (intermediate adhesive, col. 8, lines 27-31) formed on a rear 
face side of the resin support sheet, wherein the retroreflective elements are held in at least one 
of the resin support sheet and the cover film, the resin support sheet and the cover film are 
connected to each other by heat press emboss forming from the rear face side of the resin support 
sheet so as to form a connection part, a groove of the connection part is formed on the rear face 
side of the resin support sheet, the groove is filled with a part of the pressure-sensitive adhesive 
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layer (figures 1 and 2). The pressure sensitive adhesive layer is formed of a rubber-based resin 
or an acrylic resin (col. 10, lines 39-60). 

Tolliver does not explicitly disclose the residual rate or the fall time of the pressure 
sensitive adhesive as claimed in claims 1-4. However, these properties would be inherent since 
Tolliver uses the same claimed pressure sensitive adhesive, e.g. a rubber-based resin or an 
acrylic resin (col. 10, lines 39-60). 

The retroreflective element is a transparent bead of which a hemisphere part is covered 
with a reflective mirror, and is supported so that the hemisphere part of the transparent bead 
covered with the reflective mirror may be embedded in the resin support sheet (reflectors, col. 4, 
lines 65-66 and figures 1 and 2). 

Claim Rejections - 35 USC § 103 

4. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tolliver et al. 
(U.S. Patent No. 5,069,964). 

Tolliver is relied upon as described above. 

Tolliver fails to disclose wherein a thickness of the pressure-sensitive adhesive layer at a 
part where the groove is not formed on the rear face side of the resin support sheet ranges 
between 20 um and 1 10 um inclusive. 

Therefore, the exact thickness of the adhesive is deemed to be a result effective variable 
with regard to the bonding strength to target. It would require routine experimentation to 
determine the optimum value of a result effective variable, such as thickness, in the absence of a 
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showing of criticality in the claimed thickness. In re Boesch, 205 USPQ 215 (CCPA 1980), In re 
Woodruff, 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). 

5. Claims 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tolliver et al. 
(U.S. Patent No. 5,069,964) in view of Ojeda et al. (U.S. Patent No. 6,326,072). 

Tolliver is relied upon as described above. Tolliver further discloses using a removable 
protective liner over the adhesive during handling {col 5, lines 9-10) that is laminated on the 
pressure sensitive adhesive layer {figure 2). 

Tolliver fails to disclose the protective liner is resin release film made of an unstretched 
polypropylene film or a low-density polyethylene film. 

Ojeda teaches in the background information that various materials are known to be used 
to manufacture release liners such as unstretched polypropylene (col. 1, lines 37-47). Ojeda also 
discloses that release liners are used in transportation and storage of self-sticking products (col. 
1, lines 19-23). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use a known material such as unstretched polypropylene film as taught by Ojeda as 
the release liner in Tolliver. 

The combination of Tolliver and Ojeda do not explicitly disclose the young's modulus or 
the release film as claimed in claim 9. However, these properties would be inherent since the 
combination of Tolliver and Ojeda uses the same claimed release film, e.g. unstretched 
polypropylene film. 
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ANSWERS TO APPLICANTS ARGUMENTS 

6. Applicant's arguments in response filed October 8, 2008 regarding the 35 U.S.C. 102(b) 
rejection over Tolliver et al. (U.S. Patent No. 5,069,964) of record have been carefully 
considered but are deemed unpersuasive. 

Applicant argues that the Examiner is incorrectly asserting that the material the cited 
reference would inherently exhibit the claimed functional limitations, i.e. residual rate or fall 
time of the pressure sensitive adhesive. Applicant further argues that the residual rate and the 
fall time of the pressure-sensitive adhesive layer can be adjusted by forming the pressure- 
sensitive adhesive layer by, for example, appropriately setting kinds and contents of a resin and a 
hardening agent as materials or the pressure-sensitive adhesive layer. Applicant also argues that 
the examples and comparative examples show different residual rate and fall times for rubber- 
based resins and acrylic resins. 

As defined in the MPEP, "[a] functional limitation is an attempt to define something by 
what it does, rather than by what it is (e.g., as evidenced by its specific structure or specific 
ingredients). However, the examiner notes that "where the Patent Office has reason to believe 
that a functional limitation asserted to be critical for establishing novelty in the claimed subject 
matter may, in fact, be an inherent characteristic of the prior art, it possesses the authority to 
require the applicant to prove that the subject matter shown to be in the prior art does not possess 
the characteristics relied on" (emphasis added) - MPEP § 2183. In the instant case, the claimed 
limitation(s) residual rate and fall time of the pressure sensitive adhesive functional limitations 
and are deemed to be an inherent characteristic of the prior art since the prior art is substantially 
identical in composition and/or structure. The examiner's sound basis for this assertion is the 



Application/Control Number: 10/534,412 Page 6 

Art Unit: 1794 

pressure sensitive adhesive layer is formed of a rubber-based resin or an acrylic resin, such as 
acrylonitrile (col. 10, lines 39-60). Applicant's specification on page 8, lines 14-25 recites "The 
pressure-sensitive adhesive layer of the present invention is preferably formed of a resin such as 
an acrylic resin and a rubber-based resin. Examples of the rubber-based resin include nitrile 
rubber." On page 10, line 30 Applicant specifies acrylonitrile as the composition for the pressure 
sensitive adhesive. Furthermore, it is noted that Applicant's specification on pages 8-1 1 lists 
numerous compositions useful for the pressure sensitive adhesive. Furthermore Applicant's 
specification on page 11, lines 23-25 states "a thickening agent, a wet agent, a leveling agent, an 
antifoaming agent or the like may be added to the resin for forming the pressure-sensitive 
adhesive layer, as appropriate." Therefore, the addition of these added materials is optional. 
Applicant's comparative examples do not include the adhesive composition disclosed by 
Tolliver. Applicant must show evidence that Tolliver does not inherently have the claimed 
residual rate and fall time of the pressure sensitive adhesive. Therefore, since Tolliver discloses 
the same composition for the pressure sensitive adhesive the claimed residual rate and fall time 
of the pressure sensitive adhesive would be inherent. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia Chevalier whose telephone number is (571) 272-1490. 
The examiner can normally be reached on Monday through Friday from 8:00 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on (571) 272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Alicia Chevalier/ 

Primary Examiner, Art Unit 1794 

1/7/2009 



